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DETAILED ACTION 

Misnumbered Claims 

1 . The claims as submitted are misnumbered. Two claims are labeled as claim 10, 
and the claims which appear to be dependent on the first "claim 10" are written as 
depending from claim 9. For the purposes of this examination, claims will be referenced 
as if they were numbered properly; that Is, the second "claim 10" will be referred to as 
"claim 1 1 ," the next claim as "claim 12," and so on. See the attached marked-up copy. 
Additionally, claims 11-17 will be treated as if they were dependent on claim 10, and 
claims 19-23 will be treated as if they were dependent on claim 18, as this appears to 
be Applicant's intent. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

3. Claims 1,2, 4-6, 9-11. 14, 17-19, 21. and 22 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Kohler (US Patent No. 6,192,396). 

4. Regarding claim 1 , Kohler shows a method for employing private content in an 
email message for recipients, the method comprising: 
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a. identifying an instance of the private content in the email message 
(comprising selecting a portion of the message: see col. 10, line 65 to col. 11, 
line 1); 

b. associating the instance with a recipient of the recipients (step S1 104: see 
col. 10, lines 53-61); and 

c. generating emails for the recipients, wherein the emails are redacted to 
display the email message with the instance when routed to the recipient and to 
exclude the instance when routed to another recipient of the recipients (step 

S1 1 14: see col. 1 1 , lines 30-38). 

5. Claims 10 and 18 correspond to claim 1 and are rejected for the same reasons. 

6. Regarding claims 2, 1 1 , and 19, Kohler shows the limitations of claims 1,10, and 
18 as applied above and further shows transmitting the emails to the recipients (step 
S1 1 15: see Fig. 11) and a messaging gateway (server 6). 

7. Regarding claims 4 and 21 , Kohler shows the limitations of claim 1 and 18 as 
applied above and further shows wherein identifying the instance comprises identifying 
the instance as a highlighted portion of text in response to a command from a user (see 
col. 6, lines 21-38 and col. 6, line 62 to col. 7, line 3). 
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8. Regarding claims 5, 14, and 22, Kohler shows the limitations of claims 1,10, and 
18 as applied above and further shows wherein associating the instance comprises 
interacting with a user to associate the recipient with the instance (see col. 6, line 62 to 
col. 7, line 3). 

9. Regarding claim 6. Kohler shows the limitations of claim 5 as applied above and 
further shows wherein interacting with the user comprises prompting the user to select 
the recipient from the recipients. 

10. Regarding claims 9 and 17, Kohler shows the limitations of claims 1 and 10 as 
applied above, and further shows wherein generating emails comprises removing the 
instance from the email message (see col. 1 1 , lines 36-38). 

Claim Rejections • 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 3, 12, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kohler (US Patent No. 6,192.396) in view of Drexler (US PGPUB 2002/0046248). 
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1 3. Kohler shows the limitations of claims 1,10, and 1 8 as applied above but does 
not show identifying a mark adjacent to the instance, wherein the mark is incorporated 
into the email message by a user and is indicative of a bounding edge of the instance. 

14. Drexler shows identifying a mark (comprising a "delimiter") adjacent to an 
Instance of content, wherein the mark Is incorporated into the email message by a user 
(see [0066]) and is indicative of a bounding edge of the instance (see Fig. 10 and 
[0061]). 

1 5. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system of Kohler with the mark identification taught by Drexler In 
order to provide a way to separate Instances of content. 

16. Claims 7, 13, and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kohler (US Patent No. 6,192,396) in view of Altavllla et al. (US PGPUB 
2002/0194280, hereinafter "Altavilla"). 

17. Regarding claim 7, Kohler.shows the limitations of claim 5 as applied above, but 
does not show wherein interacting with the user comprises prompting the user to select 
the recipient from an address book. 

18. Altavilla shows prompting a user to select a recipient from an address book 
(comprising address list 16: see [0021]). 

1 9. It would have been obvious to one of ordinary skill in the art at the time of the 
Invention to modify the system of Kohler to prompt the user to select a recipient from an 
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address book as taught by Altavilla in order to allow the user to indicate recipients 
without having to type their addresses manually. 

20. Regarding claim 13, Kohler shows the limitations of claim 10 as applied above, 
but does not show wherein the content identifier is configured to parse a table, wherein 
the table identifies a location of the instance in the email message. 

21 . Altavilla shows parsing a table, wherein the table identifies a location of an 
instance of content in an email message (the table comprising a set of tags attached to 
recipients: see Fig. 3 and [0025]). 

22. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system of Kohler to use a table as taught by Altavilla in order to 
associate recipients with appropriate instances of content. 

23. Regarding claim 15, Kohler shows the limitations of claim 10 as applied above, 
but does not show wherein the content associator is configured to generate an index 
associating the first recipient with a location of an instance in the email message. 

24. Altavilla shows generating an index associating a recipient with an instance of 
content in an email message (see Fig. 3 and [0025]). 

25. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system of Kohler to use an index as taught by Altavilla in order 
to associate recipients with appropriate instances of content. 
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26. Claims 8, 16, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kohler (US Patent No. 6,192,396) in view of Rafal et al. (US PGPUB 
2002/0002586, hereinafter "Rafal"). 

27. Regarding claims 8, 16, and 23, Kohler shows the limitations of claims 1,10, and 
18 as applied above, and further shows displaying the instance In response to routing 
the email to the recipient (see col. 10, lines 6-14). 

28. Kohler does not show using hypertext markup language code to display the 
instance. 

29. Rafal shows using hypertext markup language code to display email content (see 
[0037]). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system of Kohler with the HTML code taught by Rafal In order to 
provide for text formatting in the email. 

Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher D. Biagini whose telephone number is (571) 

272- 9743. The examiner can nomrially be reached on M-R 7:30-5, 7:30-4 alternate 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on (571) 272-3868. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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